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DETAILED ACTION 

The following is a Final Office Action in response to communications received August 
27, 2010. Claims 9-12 have been amended. Claims 1-18 remain pending and examined. 

Response to Amendments and Arguments 

As to the rejection of claims 9-12 under 35 U.S.C. § 103, Applicant's amendments do not 
fiiUy address the rejection which is thereby maintained as detailed below. 

As to the rejection of claims 1-16 under 35 U.S.C. § 102, Applicant's arguments have 
been fully considered but are not persuasive. Applicant argues that the prior art does not teach 
"assessing a consistency between the medication information and the medical condition". 
Examiner disagrees. Examiner cited Col. 5, line 40 through Col. 6, line 9; and Col. 10, line 31 
through Col. 11, line 36 of DeTore as teaching this limitation. Specifically, in Col. 11, lines 7-23, 
DeTore teaches an "information interpretation expert module" which assesses the patient's 
medical problem or impairment in relation to medications used for particular impairments 
information. The dependent claims are argued to be allowable for their dependence on claim 1. 
Examiner maintains that the rejection is proper. 

As to the rejection of claims 17 and 18 under 35 U.S.C. § 103, Applicant's arguments 
have been fully considered but are not persuasive. These claims are argued to be allowable for 
containing the same limitation as claim 1. Therefore, Examiner maintains that the rejection is 
proper. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useM process, machine, manufacture, or composition of matter, or 
any new and usefiil improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 9-12 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

As to Claims 9-12, independent Claim 9 recites a system with modules for identifying, 
assessing, and making a decision. This is considered to be software per se unless there is an 
apparatus as well that is capable of executing the software appropriately in order to provide 
functionality. Claim 9 purports to be a systems claim, but recite no clearly identifiable systems 
elements (such as a processor); rather, they are an "arrangement" performing functions. The 
claims do not clearly fall into a statutory category. Claims 10-12 are dependent claims and are 
rejected in a like manner. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-16 are rejected under 35 U.S.C. 102(b) as being anticipated by the patent by 
DeTore et al. (Patent No.: 4,975,840). 

As to Claim 1, DeTore teaches a method for using medication and medical condition 
information in automated insurance underwriting, the method implemented on a tangibly 
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embodied computer readable medium in the form of executable code for causing a processor to 
use medication and medical condition information in automated insurance underwriting, the 
method comprising the steps of: 

identifying medication information provided by an applicant (see at least Col. 8, lines 8- 

39); 

identifying medical condition information provided by the applicant (see at least Col. 8, 
lines 8-39); 

assessing a consistency between the medication information and the medical condition 
information, the assessing a consistency between the medication information and the medical 
condition information performed by the processor (see at least Col. 5, line 40 through Col. 6, line 
9; and Col. 10, line 31 through Col. 11, line 36); and 

making at least one insurance underwriting decision based on the consistency between 
the medication information and the medical condition information (see at least Figure 1; Col. 3, 
line 63 through Col. 6, line 8; Col. 5, line 40 through Col. 6, line 9; and Col. 10, line 31 through 
Col. 11, line 36). 

As to Claim 2, DeTore teaches: generating a list of possibly treated conditions based at 
least in part on the medication information provided by the applicant (see at least Col. 5, line 40 
through Col. 6, line 9; and Col. 10, line 31 through Col. 11, line 36); and 

comparing the list with the medical condition information provided by the applicant (see 
at least Col. 5, line 40 through Col. 6, line 9; and Col. 10, line 31 through Col. 11, line 36). 

As to Claim 3, DeTore teaches querying a medical knowledge database, the database 
comprises information associated wdth a plurality of medications, a plurality of medical 
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conditions, and treatment associations between the plurality of medications and the plurality of 
medical conditions (see at least Col. 5, line 40 through Col. 6, line 21; Col. 10, line 31 through 
Col. 11, line 36; and Col. 12, lines 1-36). 

As to Claim 4, DeTore teaches assigning the applicant to a risk category based on the 
consistency between the medication information and the medical condition information (see at 
least Figure 1; Col. 3, line 63 through Col. 6, line 8; Col. 5, line 40 through Col. 6, line 9; and 
Col. 10, line 31 through Col. 11, line 36). 

Claim 5 is the tangibly embodied computer readable medium executing code for causing 
a processor to perform the method of Claim 1 and is thereby rejected under the same reasoning 
as Claim 1. 

Claim 6 is the tangibly embodied computer readable medium executing code for causing 
a processor to perform the method of Claim 2 and is thereby rejected under the same reasoning 
as Claim 2. 

Claim 7 is the tangibly embodied computer readable medium executing code for causing 
a processor to perform the method of Claim 3 and is thereby rejected under the same reasoning 
as Claim 3. 

Claim 8 is the tangibly embodied computer readable medium executing code for causing 
a processor to perform the method of Claim 4 and is thereby rejected under the same reasoning 
as Claim 4. 

Claim 9 is the system to perform the method of Claim 1 and is thereby rejected under the 
same reasoning as Claim 1. 
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Claim 10 is the system to perform the method of Claim 2 and is thereby rejected under 
the same reasoning as Claim 2. 

Claim 11 is the system to perform the method of Claim 3 and is thereby rejected under 
the same reasoning as Claim 3. 

Claim 12 is the system to perform the method of Claim 4 and is thereby rejected under 
the same reasoning as Claim 4. 

Claim 13 is the system to perform the method of Claim 1 and is thereby rejected under 
the same reasoning as Claim 1. 

Claim 14 is the system to perform the method of Claim 2 and is thereby rejected under 
the same reasoning as Claim 2. 

Claim 15 is the system to perform the method of Claim 3 and is thereby rejected under 
the same reasoning as Claim 3. 

Claim 16 is the system to perform the method of Claim 4 and is thereby rejected under 
the same reasoning as Claim 4. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Application/Control Number: 10/726,618 Page 7 

Art Unit: 3695 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
patent by DeTore et al. (Patent No.: 4,975,840), and further in view of the publication by 
McMillan et al. (Publication No.: US 2004/0039710). 

As to Claim 17, DeTore teaches a method for using medication and medical condition 
information in automated insurance underwriting, the method implemented on a tangibly 
embodied computer readable medium in the form of executable code for causing a processor to 
use medication and medical condition information in automated insurance underwriting, the 
method comprising the steps of: 

inputting an insurance application that includes medication related information and 
medical condition related information (see at least Figure 1; Col. 4, lines 21-35; and Col. 6, lines 
38-61); 

identifying medication information provided by an applicant, including extracting the 
medication related information from an insurance application (see at least Col. 8, lines 8-39); 
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identifying medical condition information provided by the applicant, including extracting 
the medical condition related information from an insurance application (see at least Col. 8, lines 
8-39); 

assessing a consistency between the medication information and the medical condition 
information, such assessing including performing a comparison between medication information 
and the medical condition information (see at least Col. 5, line 40 through Col. 6, line 9; and Col. 
10, line 31 through Col. 11, line 36); 

making at least one insurance underwriting decision based on the consistency between 
the medication information and the medical condition information, the making at least one 
insurance underwriting decision performed by the processor (see at least Figure 1; Col. 3, line 63 
through Col. 6, line 8; Col. 5, line 40 through Col. 6, line 9; and Col. 10, line 31 through Col. 11, 
line 36); 

the assessing a consistency including: 

generating a list of possibly treated conditions based at least in part on the 
medication information provided by the applicant (see at least Col. 5, line 40 through 
Col. 6, line 9; and Col. 10, line 31 through Col. 11, line 36); and 

comparing the list of possibly treated conditions with the medical condition 
information provided by the applicant, the comparing resulting in the consistency being 
identified between the medication information and the medical condition information (see 
at least Col. 5, line 40 through Col. 6, line 9; and Col. 10, line 31 through Col. 11, line 
36); and 
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the generating a list of possibly treated conditions including querying a medical 
knowledge database, the database comprises information associated with a plurality of 
medications, a plurality of medical conditions, and treatment associations between the 
plurality of medications and the plurality of medical conditions, and generating the hst of 
possibly treated conditions is performed based on results from the querying of the 
medical knowledge database (see at least Col. 5, line 40 through Col. 6, line 21; Col. 10, 
line 31 through Col. 11, line 36; and Col. 12, lines 1-36). 

Although DeTore substantially teaches the invention of Claim 17, it does not explicitly 
teach standardizing medication related information to generate the medication information and 
standardizing medical condition related information to generate the medical condition 
information. McMillan does teach standardizing medication related information to generate the 
medication information and standardizing medical condition related information to generate the 
medical condition information (see at least ^{[0023], and Tl[0026]-Tf[0031]). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to incorporate the features 
of McMillan with those of DeTore in order to automate the underwriting process making it 
possible to perform more complex processes using greater volumes of data is less time. 

As to Claim 18, DeTore teaches assigning the applicant to a risk category based on the 
consistency between the medication information and the medical condition information (see at 
least Abstract; Col. 1, line 59 through Col. 2, line 51; and Col. 8, lines 8-39). 



Conclusion 
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Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, TfflS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to IRENE KANG whose telephone number is (571)270-3611. The 
examiner can normally be reached on 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Charles Kyle can be reached on (571)272-6746. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appUcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/IRENE RANG/ 
Examiner, Art Unit 3695 
11/6/2010 



/Charles R. Kyle/ 

Supervisory Patent Examiner, Art Unit 3695 



